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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )□ Responsive to communication(s) filed on . 
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Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1, 121(d). 
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DETAILED ACTION 
Claim Rejections • 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1. 5. 6, 8. 9. 11-16, 20, 21. 23. 24. 26-35. 37, 39-48. 51. 53. and 54 are 
rejected under 35 U.S.C. 102(b) as being anticipated by US 5.988.287. 

US'587 discloses, with respect to claims 1 and 16. an apparatus that includes a 
downhole force generator [fishing tool] for interaction with a well tool 14 comprising: a 
downhole power unit having a moveable shaft 138; an anchor 20; and an operating 
[pulling] tool 128. With respect to claims 27 and 43, the reference discloses a method 
for transmitting force to [dislodging] a well tool comprising: running a downhole force 
generator [fishing tool] downhole; longitudinally securing the generator [fishing tool] 
within a wellbore; operably engaging the well tool with the generator [fishing tool]; and 
transmitting a force to [dislodging] the well tool. With respect to the depending claims, 
the reference teaches the limitations as claimed, including slips 110 and packer 
element. 

3. Claims 1 . 2, 5. 6. 8. 1 0-1 7. 20. 21 . 23. 25-31 . 33-37. 39-47. 49-51 . 53. and 54 are 
rejected under 35 U.S.C. 102(b) as being anticipated by US 5.228.507 (cited by 
applicant). 
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US'507 discloses, with respect to claims 1 and 16, an apparatus that includes a 
downhole force generator [fishing tool] for interaction with a well tool comprising: a 
downhole power unit 110 having a moveable shaft; an anchor 64; and an operating 
[pulling] tool 74. With respect to claims 27 and 43, the reference discloses a method for 
transmitting force to [dislodging] a well tool comprising: running a downhole force 
generator [fishing tool] downhole; longitudinally securing the generator [fishing tool] 
within a wellbore; operably engaging the well tool with the generator [fishing tool]; and 
transmitting a force to [dislodging] the well tool. With respect to the depending claims, 
the reference teaches the limitations as claimed, including slips 64, power source 150, 
electric motor 20, spring 67, and wireline 10. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 4 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 5,228,507 in view of EP 0952302 (cited by applicant). 

US'507 discloses an apparatus and method as stated above. However, the 
reference fails to teach or suggest a downhole controller as called for in the claims. 

EP*302 teaches a downhole force generator having a downhole controller 4 for 
the purpose of controlling the operation of a downhole tool 6. 
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It would have been considered obvious for one of ordinary skill in the art at the 
time the invention was made to have provided the apparatus of US'507 with a downhole 
controller in view of EP'302 in order to provide for downhole control of the well tool. 

6. Claims 7, 22, 38, and 52 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 5,228,507 in view of EP 0999343 (cited by applicant). 

US'507 discloses an apparatus and method as stated above. However, the 
reference fails to teach or suggest the downhole shaft rotatably moveable such that the 
downhole force generator generates a rotary force on the well tool as called for in the 
claims. 

EP'343 teaches a method and apparatus for actuating a downhole device that 
includes a downhole unit imparting a rotary force on a tool for the purpose of actuating a 
well tool. 

It would have been considered obvious for one of ordinary skill in the art at the 
time the invention was made to have provided the apparatus of US'507 with a downhole 
rotary force on a well tool in view of EP*343 in order to move the well tool. 

Allowable Subject Matter 

7. Claims 3 and 18 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Zakiya N. Walker whose telephone number is (571) 272- 
7039. The examiner can normally be reached on Monday-Friday, 8:30 AM-5 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Glessner can be reached on (571) 272-6843. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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